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MERELY APPLYING MACHINE LEARNING TO NEW DATA IS NOT PATENT ELIGIBLE

Recentive Analytics, Inc. v. Fox Corp

Appeal No. 23-2437 (Fed. Cir., April 18, 2025, Dyk, Prost, Goldberg!, precedential)
Author: Daiki Ohno

Key Points:

e Merely applying established machine learning methods to a new data environment is not eligible for
patenting under 35 U.S.C. § 101.
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e Patent claims reciting broadly functional machine learning methods of event scheduling and network

planning were not patent eligible where nothing in the patents exhibited any new algorithms or
technological improvement in machine learning methods.
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Background:

Recentive Analytics, Inc. ("Recentive") sued Fox Corp., et al., ("Fox") for patent infringement, alleging
that Fox was infringing four patents related to the use of machine learning for generating network maps and
schedules for television broadcasts and live events. The district court, based on the two-step Alice test,
concluded that the patents, reciting broadly functional machine learning methods, were directed to ineligible
subject matter under 35 U.S.C. § 101 and dismissed the case.

Holding:

The Court of Appeals for the Federal Circuit (CAFC) affirmed the District Court's decision, holding
that the patent claims were directed to the abstract idea of using a generic machine learning technique in a
particular environment, without reciting any inventive concepts. The CAFC found that simply applying
established methods of machine learning to a new data environment is not patent eligible.

Discussion:

The CAFC applied the two-step Alice test to assess patent eligibility. At step one, the court determined
that the claims were directed to the abstract idea of applying general machine learning techniques in a particular
context. The court emphasized that Recentive did not claim the machine learning itself or any improvement to
underlying algorithms. Citing precedent, the CAFC noted that merely implementing known machine learning
methods for new tasks—even if such methods enable faster or more efficient execution of tasks previously
performed by humans—does not render an invention patent-eligible.

At step two, the CAFC found no inventive concept that transformed the abstract idea into a patent-
eligible application. The asserted claims, which involved using machine learning to dynamically generate and
update optimized maps and schedules based on real-time data, were deemed to recite only the abstract idea
itself. The court further noted that iterative training and dynamic adjustments are inherent features of machine
learning and do not constitute a technological improvement.

IPR PETITIONER MUST EXPLAIN EXAMINER’S ERROR IN OVERLOOKING SUBMITTED

PRIOR ART
Ecto World, LLC v. RAI Strategic Holdings, Inc.

IPR2024-01280 (U.S. Patent No. 11,925,202)
Author: Joshua A. Hauptman

Key Points:

e An IPR petitioner relying on prior art that was submitted to the USPTO during prosecution in an IDS,
but on which the Examiner did not rely for a rejection, must provide an analysis under part two of the
Advanced Bionics framework, as part of the petition for review, applying the Becton, Dickinson factors
to explain how the Examiner materially erred in overlooking the prior art.
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e The USPTO has rescinded procedure foreclosing the PTAB from using its discretion to deny IPR
institution based on applying Fintiv to parallel ITC proceedings, so the PTAB may now use its discretion
in such cases.
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Background:

Ecto World, LLC, and SV3, LLC (Petitioners, collectively “Ecto World”) filed a petition for Inter Partes
Review (“IPR”) challenging RAI Strategic Holdings, Inc.’s (“RAI”) U.S. Patent No. 11,925,202. The Patent
Trial and Appeals Board (“PTAB”) of the United States Patent and Trademark Office (“USPTO”) initially
declined to institute the review under 35 U.S.C. § 325(d), reasoning that the prior art cited in the petition had
already been submitted during prosecution in an Information Disclosure Statement (IDS) containing over 1,000
references. Petitioners sought Director Review of the PTAB decision, arguing the PTAB misapplied the
framework of Advanced Bionics, LLC v. MED-EL Elektromedizinische Gerdte GmbH, IPR2018-01469, Paper
6 (PTAB Feb. 13, 2020), by failing to assess whether the USPTO materially erred in granting the patent. RAI
opposed, also asserting that the IPR should be denied under Apple Inc. v. Fintiv, Inc., IPR2020-00019, Paper
11 (PTAB Mar. 20, 2020) due to a pending ITC investigation.

Holding:

The Director clarified that while relying on prior art listed in an IDS submitted during prosecution
satisfies part one of the Advanced Bionics framework, requiring that the prior art be the same or substantially
the same as prior art previously presented to the Office, but Petitioners must expressly demonstrate Examiner
error under part two of the framework to obtain a decision to institute an IPR based on prior art previously
presented to the USPTO in an IDS. The Director also clarified that, upon recission of Office procedure



foreclosing the PTAB from using its discretion to deny IPR institution based on applying Fintiv to parallel ITC
proceedings, the PTAB may now use its discretion in such cases.

Discussion:

RAI argued that the PTAB misapplied part two of the Advanced Bionics framework by requiring the
Petitioner to articulate how the Office erred in a material manner, and by limiting consideration of part two only
to two pages of the Petition that specifically address § 325(d). Noting that different PTAB decisions disagree
as to how much analysis under part two of the framework is required, the Director explained that the Petitioner
must provide an express analysis for part two of the Advanced Bionics framework explaining, with reference
to Becton, Dickinson factors (¢), (e), and (f), how the Examiner erred in overlooking the prior art. To require
the PTAB to glean such information from the extended Petition in whole is to improperly shift Petitioner’s
burden to demonstrate material error onto the PTAB.

Regarding Fintiv, the Patent Owner argued the ITC proceeding (target date: November 2025) warranted
discretionary denial. The Director noted that an Office policy foreclosing Fintiv denials for ITC cases has been
rescinded in February 2025, restoring the PTAB’s discretion in such cases. The parties were instructed on
remand to brief Fintiv factors only if § 325(d) denial was unwarranted.

The Director thus granted review, vacated the PTAB’s decision, and remanded the case for consideration
of (1) whether the Examiner materially erred under § 325(d); and (2) whether Fintiv applies.

EXPERT ROYALTY OPINION MUST BE BASED ON LICENSEE ACCEPTANCE OF

ROYALTY RATE
EcoFactor, Inc. v. Google LLC.

Appeal No. 2023-1101 (Fed. Cir., May 21, 2025, Moore, Chief Judge, en banc)

Author: Nick Fan
Key Points:

e Expert royalty per unit calculation based on lump sum licenses was not supported by sufficient evidence
where the license agreements contained only evidence of the licensor’s willingness to provide the
license at the per unit rate represented by the lump sum.

e FEMRICLDI—BETIAEUVRITEDIC Iy FELYDHHFHOHERK. ZOF/1EUR
BEN, —HEICLYTRENIZY FELYDL—FTI3ME VR ZRBTHENS 4
T URHFEEDERDIROANEENTW-DOTHSEIMN D, +HHEEHIC K HEFF(FHL

b\OT:o
o A (ump sum) 2HO|HAE 2712 3 HETFel EHRIT 2 AE|(per-unit royalty) MBI L, B EL
2fO| M A A 9FO| BFX| 2fO| M A MSXAH 7 1 LA E U0 S| Fot= T @2 2fo|MAE

M3 olALZ AQUCH= FEHE HOjE EO|EE, Z2% SHE I E|X| E%ALE

o A—RMWTZE (lumpsum) VMXEM EREXRITEMNEAIERZE (royalty perunit) , 1RF
o PP REI R o A BRELZ—RE BRI TEN 2 MR RZM/FO - MALEBIEES
FZBMUBENEEY - MIZHERZZDIEERE -


chrome-extension://efaidnbmnnnibpcajpcglclefindmkaj/https:/www.cafc.uscourts.gov/opinions-orders/23-1101.OPINION.5-21-2025_2518737.pdf
https://ipfirm.com/people/nick-fan-associate

Background:

EcoFactor owns U.S. Patent No. 8,738,327 (the ‘327 patent) relating to the operation of smart
thermostats in computer-networked heating and cooling systems. EcoFactor sued Google in the Western
District of Texas, alleging Google’s Nest thermostats infringe the ‘327 patent. After discovery, the district
court denied Google’s summary judgment motion that all asserted claims of the *327 patent were invalid under
35 U.S.C. § 101. The district court also denied Google’s pretrial motion to exclude testimony from EcoFactor’s
damages expert as unsupported by sufficient facts and reliable methodology. The jury found that Google
infringed the ’327 patent and awarded EcoFactor about $20M in damages. Google timely filed a motion for
JMOL of noninfringement and a motion for a new trial on damages. The district court denied Google’s motion
for JMOL and motion for a new trial. Google appealed to the Court of Appeals for the Federal Circuit (CAFC).

A panel of three CAFC judges affirmed the district court’s denial of JMOL and held the district court’s
denial of summary judgment was not appealable. The panel also affirmed the district court’s denial of Google’s
motion for a new trial on damages. Google petitioned for rehearing en banc.

Holding:

The Examining Attorney and the TTAB had correctly applied the Milwaukee test in finding that the
color of the Medisafe was generic and was not entitled to registration on the primary or secondary registers.
Affirmed. The district court abused its discretion in denying a new trial on damages because Mr. Kennedy’s
expert opinion was unreliable under Rule 702 and Daubert v. Merrell Dow Pharma., Inc., 509 U.S. 579 (1993).
The reviewing court reversed the district court’s denial of Google’s motion for a new trial on damages and
remanded.

Discussion:

The CAFC found, following Fifth Circuit law, that the district court gave no rationale for ruling that the
expert testimony was admissible or for denying Google’s motion for a new trial on damages. The reviewing
court found this was an abuse of the district court’s discretion.

Explaining that, while the credibility of an expert’s damages calculation is properly left to the jury, a
court must determine, as a threshold matter, whether the evidence to be submitted to the jury is reliable under
FRCP 702, the CAFC reviewed the challenged evidence for admissibility. The reviewing court found that the
expert opinion of Mr. Kennedy, EcoFactor’s damages expert, that comparable licensees agreed to pay a royalty
rate of $X per unit was improperly based on lump sum licenses that do not support that opinion. Specifically,
the CAFC found no language in any of the cited licenses indicating acceptance, by the licensee, of a royalty
rate of $X per unit. The CAFC also observed that one of the cited licenses was entered into after litigation that
did not involve the ‘327 patent, further complicating the question of what royalty rate the licensee in that case
might have agreed to. Finally, the CAFC found a preamble in each license stating that EcoFactor believed the
lump sum to represent a reasonable royalty of $X per unit insufficient to support concluding that the /icensee
had agreed to that rate. The CAFC thus remanded the case to the district court for a new damages trial.
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