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EXCEPTIONS TO A CLEAR DEFINITION MUST ALSO BE CLEAR

Alnylam Pharms., Inc. v. Moderna, Inc.

Appeal No. 2023-2173 (Fed. Cir. June 4, 2025, Taranto, Chen, Hughes, precedential)

Author: Adam Langley

Key Points:

e Where a patentee attempts to cover exceptions to a clear definition of a claim term provided in the
specification of the patent, the specification must be equally clear about describing the exceptions.
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Background:

Alnylam Pharmaceuticals, Inc, (“Alnylam™) sued various affiliates of Moderna, Inc. (“Moderna’)
alleging Moderna’s COVID-19 vaccine infringed U.S. Patent Nos. 11,246,933 and 11,82,979. The case turned
on construction of the claim term “branched alkyl.” Alnylam asked the court to construe the term according to
its plain and ordinary meaning. Moderna requested a construction based on a passage in the specification
defining “branched alkyl” as a molecule having a carbon atom bound to at least three other carbon atoms. The
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district court adopted Moderna’s proposed construction. After the parties stipulated to non-infringement,
Alnylam appealed the claim construction adopted by the district court.

Holding:

Reviewing the district court’s claim construction without deference, the Court of Appeals for the Federal
Circuit held that the patentee had acted as lexicographer in defining the disputed term in the specification, and
affirmed the district court.

Discussion:

On appeal, Alnylam argued that the intrinsic record shows no intent to limit the meaning of “branched
alkyl” in the claims, and that the district court’s construction excludes disclosed embodiments. Alnylam also
argued, in the alternative, that even if the passage relied upon by the district court is definitional, that passage
stated “[u]nless otherwise specified,” so the type of branching found in Moderna’s product, having a secondary
carbon at the alpha position, is fairly covered by the term “branched alkyl.” The Federal Circuit examined the
specification and prosecution history of the patent and, following Vitronics Corp. v. Conceptronic, Inc., 90 F.3d
1576, 1582 (Fed. Cir. 1996), concluded that the passage at issue serves as a definition. The reviewing court
also concluded that the “unless otherwise specified” clause is insufficient to support Alnylam’s broad
construction.

The Federal Circuit found that the passage in dispute contains numerous lexical hallmarks of
definitional intent. The reviewing court also found nothing in the claims, specification, or prosecution history
that specifies otherwise to justify invoking the “unless otherwise specified” clause. Noting that the specification
also described one molecular structure showing a carbon atom bonded to only two other carbon atoms as a
“branched alkyl,” the Federal Circuit explained that this example, coupled with equivocal arguments at the
district court, do not present a specific exception that can clearly invoke the “unless otherwise specified”
exception clause of the definition passage. Following Boss Control, Inc. v. Bombardier Inc., 410 F.3d 1372,
1378 (Fed. Cir. 2005) , the reviewing court also found the prosecution history insufficiently clear and specific
to invoke the exception clause, explaining that the public notice function of patent claims requires clarity.

FUNCTIONAL DATA MANIPULATION CLAIM NOT PATENTABLE

United Servs. Auto. Ass’n v. PNC Bank N.A.

Appeals Nos. 2023-1639 (Fed. Cir., June 12, 2025, Dyk, Clevenger, Hughes, precedential)

Author: Kien Le
Key Points:

e A patent claim that recites using a mobile device to deposit checks, but does not recite any improvement
in technology needed to deposit the checks, is ineligible for patenting under 35 U.S.C. 101.
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Background:

This case concerns a claim directed to a system configured to allow a customer to deposit a check using
a handheld mobile device. The claim recites various operations, such as instructing and assisting a customer
to take a photo of the check, wirelessly transmitting a copy of the photo, checking for errors, and updating the
customer's account. The District Court held that the asserted patent claim is directed to subject matter eligible
for patenting. On appeal, the U.S. Court of Appeals for the Federal Circuit (“CAFC”) reversed.

The CAFC applied the two-step analysis under Alice Corp. v. CLS Bank Int’l, 573 U.S. 208 (2014). At
Step One (corresponding to the USPTQO's Step 2A), it is determined whether the claim is directed to a patent-
ineligible concept. Regarding Step One, CAFC has previously held that claims directed to collecting
information, analyzing information by steps people go through in their minds, or by mathematical algorithms,
without more, and presenting the results fall within the realm of abstract ideas. At Step Two (corresponding to
the USPTO's Step 2B), it is determined whether the elements of the claim contain an inventive concept
sufficient to transform the abstract idea into a patent-eligible application. Regarding Step Two, CAFC has
previously held that invoking a computer merely as a tool to improve a fundamental practice or abstract process
does not make an otherwise abstract claim non-abstract, nor does limiting the claim to a particular field of use
or technological environment.

Holding:

At Step One, CAFC found that the claim is directed to the abstract idea of depositing a check, because
it merely recites routine data collection and analysis steps that have been traditionally performed by banks and
people depositing checks. The addition of a handheld mobile device to carry out these routine steps does not
make the claim any less abstract. Although the claim is directed to improving the user’s experience of
depositing a check by allowing the use of familiar and easily acquired electronics, the claimed steps do not
improve the way in which the handheld mobile device functions; the device is merely a tool to perform the
conventional steps.

At Step Two, CAFC found that there is no inventive concept that would support patent eligibility.
CAFC's precedent is clear that computer-mediated implementation of routine or conventional activity is not
enough to provide an inventive concept. USAA argued that the claim contains an inventive concept because it
solves the technological problem of accurate detection and extraction of information from digital images of
checks implanted on general purpose mobile devices instead of a specialized check scanner. CAFC disagreed,
because the claim recites nothing more than routine image capture, OCR, and data processing steps — all of
which were well-known and routine. CAFC further found the alleged "improvement" of using non-obvious
algorithms implemented on a customer’s mobile device instead of a specialized check scanner not inventive,
because limiting the claim to a particular technological environment does not involve an inventive concept —
the claim merely contains the implementation of routine activities using a generic device and does not mention
any inventive algorithms.

Because the claim is directed to an abstract idea under Step One and contains no inventive concept
under Step Two, CAFC concluded that the claim is patent-ineligible under 35 U.S.C. 101, and reversed the
District Court's holding.



DEFENDANT ENTITLED TO SEPARATE ANSWER FROM JURY FOR EACH CLAIM OF

PATENT INFRINGEMENT
Optis Cellular Tech., LLC v. Apple Inc.

Appeal No. 2022-1904 (Fed. Cir., June 16, 2025, Prost, Reyna, and Stark, precedential)

Author: Daiki Ohno
Key Points:

e A patent defendant is entitled to have each claim of infringement made by the plaintiff separately
answered by a jury.
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Background:

Optis Cellular Tech., LLC (“Optis") sued Apple Inc. (“Apple") in the District Court for the Eastern
District of Texas for infringement of five standard essential patents (SEP) covering technology essential to the
LTE wireless standard. A jury initially awarded Optis $506.2 million as reasonable royalty after finding Apple
infringed certain claims. Apple sought a new trial, citing lack of evidence regarding Optis' obligation to license
the patents on fair, reasonable, and nondiscriminatory (“FRAND”) terms. The court agreed, and a new trial
reduced damages to $300 million. Once its post-judgment motions were denied, Apple appealed to the Federal
Circuit.

Holding:

Finding some asserted claims ineligible for patenting, some asserted claims misconstrued by the district
court, and certain abuses of discretion by the district court, the Court of Appeals for the Federal Circuit (CAFC)
vacated the infringement and damages judgments and remanded the case for a new trial.

Discussion:

On appeal, Apple challenged the propriety of the verdict form used by the district court, which asked
only a single infringement question in a trial of several asserted claims. Apple also challenged patent eligibility
of claims 6 and 7 of U.S. Patent No. 8,019,332 (the ‘332 patent), the district court’s construction of claim 8 of
U.S. Patent No. 8,102,833 (the ‘333 patent), definiteness of claim 1 of U.S. Patent No. 8,411,557 (the ‘557
patent), the jury’s infringement verdict, and certain damages evidence admitted by the district court. The
reviewing court held that using a single infringement question for all asserted claims on the verdict form
violated Apple’s right to a unanimous verdict because it required only one answer, whether Apple infringed any
claim, where jurors might not agree which claims were infringed. Both parties had proposed multiple
infringement questions, but the district court abused its discretion in rejecting all such proposals. The CAFC
vacated the infringement verdict, and thus necessarily vacated the damages result based on the infringement
verdict, and ordered a new trial.
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For the sake of judicial efficiency, the CAFC proceeded to consider Apple’s other arguments. Finding
claims 6 and 7 of the ‘332 patent directed to using an equation to calculate the start position from which a user
device will begin searching for information on a cellular network, the reviewing court was not convinced that
any alleged technological improvement made the claims non-abstract, as argued by Optis. The CAFC
remanded the question for consideration of Alice Step Two regarding claims 6 and 7.

The CAFC affirmed construction of claim 8 of the ‘333 patent as following a prior construction by
another district court, finding no error in that construction. The reviewing court then turned to indefiniteness
of the phrase “selecting unit” in claim 1 of the ‘557 patent under 35 U.S.C. § 112 § 6 (pre-AlIA), and found the
claim lacked recitation of any structure to perform the “selecting” function, the word “unit” being merely a
nonce term similar to “means,” and remanded the question of indefiniteness.

Finally, finding a settlement agreement, entered by the district court as damages evidence, of minimal
probative value due to vast difference in legal, monetary, and geographic scope between the settlement
agreement and the instant claims, the CAFC directed the district court to exclude the settlement agreement from
damages proceedings on remand.

PROSECUTION HISTORY CAN NARROW MEANING OF STANDARD PATENT TERMS

Eve Therapies, LLC, v. Slayback Pharma, LLC

Appeal No. 2023-2173 (Fed. Cir., June 30, 2025, Taranto, Stoll, Scarsi', precedential)

Author: Chang Yang
Key Points:

e In patent claims, the standard legal meaning of terms like “consisting essentially of” can be narrowed
by applicant statements made during patent prosecution, even if such narrowing operates to exclude
subject matter disclosed in the specification.
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Background:

Eye Therapies, LLC (“Eye Therapies”) owns U.S. Patent No. 8,293,742 (“the ‘742 patent”) which
claims a method of reducing eye redness by administering brimonidine at low concentrations. During
prosecution, Eye Therapies amended the claims to change “comprising administering brimonidine” to
“consisting essentially of administering brimonidine.” Eye Therapies argued that “consisting essentially of”

' C.D.Ca., sitting by designation.
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limits the claim to embodiments that “do not include administering other active agents” to overcome prior U.S.
Patent No. 6,242,442 (“Dean’), which discloses the administration of brimonidine and brinzolamide. The
Examiner allowed the claims based on Eye Therapies’ explanation. Slayback petitioned for Inter Partes Review
(IPR), arguing that the claims of the ‘742 patent are obvious over prior art disclosing brimonidine in
combination with other active agents. The Patent Trial and Appeals Board (“PTAB”) of the United States
Patent and Trademark Office (“USPTO”) construed “consisting essentially of” as allowing “unlisted
ingredients that do not materially affect the invention,” and found all claims obvious over prior art. Eye
Therapies appealed.

Holding:

The Court of Appeals for the Federal Circuit (“CAFC”) reversed the PTAB’s construction of “consisting
essentially of” as erroneous, and held that the term should be narrowly construed to exclude other active
ingredients based on prosecution history of the ‘742 patent. The CAFC accordingly vacated the PTAB’s
obviousness decision and remanded for further proceedings.

Discussion:

Generally, “consisting of”” has the meaning adopted by the PTAB. The court explained, however, that
during prosecution an applicant can narrow the meaning of claim terms, and “consisting of”’ is no exception.
In this case, the applicant stated that the claimed “methods “do not require the use of any other active
ingredients” to distinguish over the prior art and used a definitional term, “i.e.” to equate its claimed “methods
consisting essentially of administering brimonidine” with “methods which do not include administering other
active agents.” The court found these statements dispositive as strongly supporting a narrower meaning. The
court further explained that, although some formulations in the specification included additional active
ingredients, claims need not cover all embodiments described in the specification. Accordingly, the court
reversed the PTAB’s construction and read the transition phrase “consisting essentially of”” to exclude use of
active ingredients other than brimonidine.

Because the PTAB’s obviousness analysis relied on its erroneous claim construction and the cited prior
art involved additional active agents other than brimonidine, the count found the references insufficient to
demonstrate obviousness. The court vacated the PTAB’s obviousness determination and remanded for further
consideration.
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