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PROSECUTION DISCLAIMER IN DESIGN PATENTS

Top Brand LLC v. Cozy Comfort Company LLC

Appeal No. 2024-2191 (Fed. Cir., July 17, 2025, Dyk, Reyna, Stark, precedential)

Author: Reina Kakimoto
Key Points:

e Prosecution history disclaimer applies to design patents.
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e Under the doctrine of prosecution history disclaimer, in a design patent, features the patentee argued

during prosecution were distinguished from the patented design cannot support a finding of
infringement.
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e Descriptive marks like “THE COMFY” receive weak protection and require proof of secondary
meaning for enforcement.
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Background:

Plaintiff Top Brand LLC, and affiliated companies, (“Top Brand”) and defendant Cozy Comfort
Company LLC (“Cozy Comfort”) compete in the market for oversized hooded sweatshirts—often marketed as
“wearable blankets.” Cozy Comfort owns U.S. Design Patent No. D859,788 (the “D788 patent”) entitled
“Enlarged Over-Garment with an Elevated Marsupial Pocket” and two U.S. trademark registrations for “THE
COMFY,” covering blanket throws and online retail services.

Top Brand sought a declaratory judgment of noninfringement and invalidity of the D788 patent. Cozy
Comfort counterclaimed for infringement of both the design patent and the trademark. A jury found
infringement and awarded $15.4 million for infringement of the design-patent and $3.08 million for
infringement of the trademark. The district court denied Top Brand’s motion for judgment as a matter of law
(JMOL) and entered judgment for Cozy Comfort. Top Brand appealed.

Holding:

The Court of Appeals for the Federal Circuit (CAFC) reversed the district court, holding that: (1)
Prosecution history disclaimer applies to design patents, and under that doctrine, Top Brand was entitled to
JMOL of noninfringement of the D788 patent; and (2) Substantial evidence did not support the jury’s finding
of trademark infringement of “THE COMFY.” Accordingly, both infringement judgments and awards were
reversed.

Discussion:

The Federal Circuit addressed two principal issues: (1) the applicability of prosecution history
disclaimer in the design-patent context, and (2) the sufficiency of evidence supporting trademark infringement.

1. Design Patent — Prosecution History Disclaimer

During prosecution, the examiner rejected the design as anticipated by prior art (White, D728,900). To
obtain allowance, Cozy Comfort distinguished White by emphasizing that its claimed design differed in (a) the
width and shape of the front pocket, (b) the relative position of the pocket and armholes, and (c¢) the downward-
sloping hemline.

The Federal Circuit held that these arguments constituted a clear and unmistakable surrender of claim
scope. Applying the same reasoning as for utility patents, the court confirmed that prosecution history
disclaimer applies equally to design patents, citing Egyptian Goddess and Pacific Coast Marine Windshields.
Top Brand’s accused products included the features Cozy Comfort had argued distinguished White from its
design. Having argued these features were not similar enough to anticipate its design, Cozy Comfort could not
now argue the same features are similar enough to infringe its design. The reviewing court concluded that no
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reasonable jury could find infringement of the properly construed claim. The district court had erred by failing
to instruct the jury on the effect of the disclaimer, and JMOL of noninfringement was warranted.

2. Trademark — “THE COMFY”

Cozy Comfort’s trademarks “THE COMFY” were held weak and descriptive, as “comfy” directly
conveys “comfortable,” the nature of the goods. Under the Sleekcraft factors, the Federal Circuit found that
Cozy Comfort failed to show likelihood of confusion. Evidence showed that Top Brand used the term “Comfty”
only descriptively on a website dropdown menu alongside other descriptors (“Snuggly,” “Mermaid Tail”), not
as a source identifier. There was no evidence of use of the full phrase “THE COMFY.” Moreover, isolated
customer comments on Amazon referencing “comfy” were deemed de minimis and insufficient to establish
actual confusion. Cozy Comfort provided no evidence of secondary meaning that could elevate its descriptive
term to protectable status. The court therefore reversed the jury’s verdict of trademark infringement.

LINKAGE BETWEEN CLAIMS UNDER THE DOCTRINE OF EQUIVALENTS

Colibri Heart Valve LLC v. Medtronic CoreValve LLC

Appeal No. 2023 (Fed. Cir., July 18, 2025, Taranto, Hughes, Stoll, precedential)

Author: Jay P. Beale
Key Points:

e Cancellation of an independent claim can affect the scope of equivalents that can be asserted, as to
another independent claim, under the Doctrine of Equivalents where a substantive linkage exists
between the canceled claim and the retained claim.
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e Narrowing can occur when cancelling a closely related claim involving such intertwined terminology
that cancelling one claim necessarily communicated that the scope of the other claim had narrowed.
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Background:

Colibri Heart Valve LLC ("Colibri") sued Medtronic CoreValve, LLC ("Medtronic") for inducing
infringement of U.S. Patent No. 8,900,294 ("the 294 patent") through Medtronic's sales of "CoreValve"
transcatheter aortic valve replacement products. The District Court held the '294 patent was not shown to be
invalid, and found that Medtronic induced infringement based on the Doctrine of Equivalents ("DOE"). The
District Court awarded damages to Colibri.

Holding:

The Court of Appeals for the Federal Circuit (CAFC) reversed the District Court’s finding of
infringement, ruling that prosecution history estoppel prevented a finding of infringement under the DOE. The
CAFC declined to consider validity of the 294 patent.

Discussion:

Reviewing the issue de novo as a question of law, the CAFC considered whether Colibri's cancellation
of independent claim 39 during prosecution barred the application of DOE to independent claim 1, which
Colibri had asserted against Medtronic, under the doctrine of Prosecution History Estoppel. Colibri argued
that, because claim 39 and asserted claim 1 were independent, cancelation of claim 39 during prosecution did
not impact the scope of claim 1 asserted under DOE.

The District Court had adopted the findings of the Technical Special Master that Colibri did not abandon
claim coverage for the technique employed by Medtronic's CoreValve products when Colibri canceled claim
39. The Federal Circuit reversed the District Court, holding that prosecution history estoppel, namely Colibri's
cancellation of application claim 39, prevented a finding of infringement of asserted claim 1 under the DOE.

The two claims being compared here are directed to methods of using a replacement heart valve device
in a patent. Asserted claim 1 includes the element, “partially deploying a distal portion of the replacement heart
valve device within the patient by pushing out the pusher member from the moveable sheath to expose the distal
portion of the replacement heart valve device” (emphasis added). Canceled claim 39 included the element,
“partially deploying the replacement heart valve device within the patient by retracting the moveable sheath to
expose a portion of the replacement heart valve device” (emphasis added). In the District Court, Colibri argued
that Medtronic’s partial-deployment method of applying a force to hold a stent in place while retracting the
movable sheath is equivalent to the method recited in claim 1.

The CAFC observed that Colibri removed the “retracting” element from the claims during prosecution.
The reviewing court rejected Colibri’s argument that the equivalent method of “pushing while retracting” is
distinct from “merely retracting,” as Colibri asserted was the removed scope of claim 39. Noting that Colibri
had asserted, at trial and during appeal, that retracting necessarily requires pushing, that the two cannot be
separated in these methods, the reviewing court concluded that the substance dropped when cancelling claim
39 is not separable from the scope asserted as equivalent, contrary to the holding of the District Court. The
CAFC also held that the narrowing of claim scope that gives rise to estoppel need not be confined to a single
claim. The reviewing court held that estoppel can apply to a patent claim where cancelation of a closely related
claim, involving intertwined terminology, necessarily communicates that the scope of the retained claim has
been narrowed. The reviewing court explained that the limitation of Prosecution History Estoppel proposed



here by Colibri would elevate form over substance, finding the doctrine of Festo Corp. v. Shoketsu Kinzoku
Kogyo Kabushiki Co., 535 U.S. 722 (2002), not so limited.

‘IDENTICAL’ NOT THE SAME AS ‘IDENTICAL TO A PORTION’

Lab. Corp. of Am. Holdings v. Qiagen Sci., LLC

Appeal No. 2023-2350 (Fed. Cir., August 13, 2025, Lourie, Prost, Reyna)

Author: Lingchuan Li

Key Points:

In a patent claim, the word “identical” cannot be construed as covering “identical to a portion” where
both terms appear in the claims, since different claim terms cannot be construed to have the same scope
under the doctrine of claim differentiation.
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In reference to DNA sequences, the word “target” in a patent claim was construed, based on description

in the specification, to refer to DNA sequences that are the subject of analysis, not just any DNA
sequence.
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Background:

Laboratory Corporation of America Holdings (“Lab. Corp.”) owns two U.S. patents—U.S. Patent No.

10,017,810 (“the *810 patent’) and U.S. Patent No. 10,450,597 (“the *597 patent”)—directed to preparing DNA
samples for sequencing. Qiagen Sciences, LLC (“Qiagen”) sold kits containing materials for such preparation.
Lab. Corp. sued Qiagen for infringement of various claims of the ‘810 patent. Before trial, when the ‘597
patent issued, Lab. Corp. filed an amendment complaint, adding infringement of the ‘597 patent. Following
claim construction, a jury found that Qiagen willfully infringed certain claims of the ‘810 patent under the
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Doctrine of Equivalents, and literally infringed certain claims of the ‘597 patent, and awarded $4.7 million in
damages. The District Court denied Qiagen’s motion for JMOL and entered the judgment for Lab. Corp.
Qiagen appealed.

Holding:

The Court of Appeals for the Federal Circuit held that the district court erred in construing the claim
term “identical” with respect to the ‘810 patent, that the district court misapplied the elements of the DOE, and
that insufficient evidence of infringement of the asserted claims of the ‘597 patent was presented at trial. The
Federal Circuit reversed the holding of the district court and remanded for entry of JMOL that Qiagen did not
infringe.

Discussion:

The core disputes were (1) how to construe the claim phrase “identical to a second sequencing primer;”
(2) whether Qiagen’s sample index primer (SIP) could satisfy the second target-specific primer limitation under
the DOE; and (3) whether the jury heard sufficient evidence that Qiagen’s products contain the “target-specific
primer” recited in the claims of the ‘597 patent. The district court had erroneously allowed the jury to construe
the term “identical,” in the claims of the ‘810 patent, as if it could mean “identical to a portion.” The district
court had also erroneously adopted the jury’s comparison of the Qiagen products to the claims under the DOE.
Finally, the jury concluded infringement of the ‘597 patent based on insufficient evidence.

As a matter of claim construction, the reviewing court held that “identical” means the same—not
“identical to a portion,” pointing primarily to the definition of the word in the dictionary. The reviewing court
also noted that the claims actually recite both “identical” and “identical to a portion, so that “identical” cannot
be construed to cover the same scope as “identical to a portion” under the doctrine of claim differentiation.
Noting that the accused nucleotide sequence contains 19 nucleotides, whereas the sequence recited in the
asserted claims of the ‘810 patent contains 34 nucleotides, the Federal Circuit held that these two sequences
cannot be “identical.”

The Federal Circuit also held that equivalence was not properly established according to the elements
of the Doctrine of Equivalents. Specifically, Qiagen’s product has a different function, performed in a different
way, leading to a different result, from the second target-specific primer recited in the asserted claims. The
Federal Circuit thus held it was error for the district court to deny JMOL of non-infringement under DOE.

As to the ’597 patent, the Federal Circuit held that the evidence relied upon by the district court to
establish infringement did not show infringement of the asserted claims. The jury had relied upon expert
testimony that Qiagen’s “forward primer” targets a ligated adaptor, a sequence added to a DNA fragment that
contains a target sequence. The jury had found that the forward primer was thus a “target-specific primer”
because it targets a small sequence of DNA, albeit in the adaptor, not the target sequence of the probed DNA.
The Federal Circuit found, however, that although a ligated adaptor may contain target and common sequences,
it is not the case that any primer that simply anneals to any portion of a combined product can be a “target-
specific primer” as that term is used in the claims of the ‘597 patent. Observing that the district court had
construed “target nucleic acid” as “a nucleic acid molecule of interest,” the Federal Circuit found that the ‘597
patent differentiates between target and non-target sequences, describing a “target” sequence as that which is
“analyzed” or studies, as differentiated from utility or common sequences, such as adaptor sequences. Finding,
thus, that a primer that anneals to an adaptor sequence does not amount to a “target-specific sequence”
(emphasis added), as that term is used in the ‘597 patent, the Federal Circuit reversed the district court and
remanded for grant of JIMOL on infringement of the ‘597 patent.
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TIMING EFFECTS ON PREJUDICE OF PROSECUTION LACHES

Google LLC, v. Sonos, Inc.

Appeal No. 2024-1097 (Fed. Cir., August 28, 2025, Lourie, Prost, and Bumb')

Author: Subaru Ryan Kanesaka

Key Points:

e In reviewing prosecution of a patent claim for invalidity due to prosecution laches, prejudice to an
alleged infringer cannot be established where the alleged infringer’s investment in infringing products
began after publication of the application for the patent, where the application specification adequately
supports the claim.

o TELlprosecution laches (F & #IE) JyHixt M EREZE TR, A HHERIASHRAL™
an IR B T L ARG NI 20, HAE G AR ZR BRI TE 0 3Ry, MITEERIAE
PN ZH T prejudice (1),

o FAMSZHHL T IEMAEFONTVIRH /L —LOFEERBELMEIL LA, £F
WREHE DIREF M~ DB REFFFHEEO ABARICIHE > T 0, HEAMESZO 7 L —
LI R —F LT GGEICE T, £ DREFEEEE ~DOAFIEHEEE Nr v,

o =9 A(Prosecution Laches) &= <13t 53] 4 (invalidity) o5 Hde o, 53 =<0
B ol Fol Aol FelAsk Wah AFel B FAE A2, B 2 FA) A}
sg ATae RS SwAstn v, gal @At gty ks
&) 9] (prejudice) <= U A= I Gt}

e Patentees are not required to prove their claims are patent-eligible under 35 U.S.C. § 101. The party
challenging patent-eligibility of the claims bears the burden of proof.

o EFAAE H8o] 35 US.C. § 1019 we} £3] 715 SH(patent-eligiblity) s S=H & I Q 7}
eich e o] 53] 7He A& o= 5ol 9 3 9 (burden of proof) S -# 3t

o  LFRIRATFEIUEHEAAERTESS US.C. § 101 NG LFI A, PR ER L F] FE A% 1 —
77 A ZEIE 5T T

o FREIFHEFIE ICIZ. o DR L — L 2KRERFFER 1 0 1 56T CORFERERIEZ A L Tw»
52 e RAAT 2 BEDHRE LN T W\, ZOFRFF 7 L — LCFRFERIES v & TR
HUHEEN, TOENRTLEZAI DTH S,

Background:

Sonos owns U.S. Patent Nos. 10,469,966 (“the ‘966 patent”) and 10/848,885 (“the ‘885 patent),
collectively referred to herein as the “Zone Scene Patents,” and U.S. Patent No. 10,779,033 (“the ‘033 patent),
referred to herein as the “Direct Control Patent.” Google sued for declaratory judgment of noninfringement,

! United States District Court for the District of New Jersey, sitting by designation.
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and Sonos counter-sued for infringement. The cases were consolidated at the U.S. District Court for the
Northern District of California.

Prior to trial, Sonos moved for summary judgment of claim 1 of the ‘885 patent. Google cross-moved
for summary judgment of non-infringement, arguing that claim 1 lacked written description support. Google
did not, however, move for summary judgment of invalidity. The district court granted the motion. Google
also moved for summary judgment that the Direct Control patent is invalid as obvious over Google’s prior-
released products. That motion was granted, removing the Direct Control patent from the trial. At trial, the
jury found that Google infringes claim 1 of the ‘885 patent, does not infringe any claims of the ‘966 patent, and
that claim 1 of the ‘885 patent was not shown to be invalid, awarding Sonos damages of just over $32.5 million.

Post-trial, the district court ordered additional briefing on the question of written description support for
claim 1 of the ‘885 patent, finally holding the Zone Scene patents unenforceable due to prosecution laches. The
district court also found that an amendment to the description of Fig. 5B, made during prosecution of the ‘885
patent and critical to the written description of claim 1, was new matter. The district court, accordingly, found
that the ‘885 patent, lacking priority to the original filings in the chain of applications, was anticipated by
Google’s products released before the filing date of the ‘885 patent. Sonos appealed.

Holding:

The Federal Circuit concluded that the district court erred in entering judgment that the asserted claims
of the Zone Scene patents are invalid as lacking written description of overlapping zone scenes. The district
court also erred in finding prosecution laches, since evidence at trial did not show prejudice. The Federal
Circuit accordingly held that the district court abused its discretion in holding the Zone Scene patents
unenforceable for prosecution laches.

The Federal Circuit finally affirmed the district court’s judgment that the asserted claims of the Direct
Control patent are invalid as obvious.

Discussion:

To determine whether the written description requirement is met, a court considers “whether the
disclosure of the application relied upon reasonably conveys to those skilled in the art that the inventor had
possession of the claimed subject matter as of the filing date.” The Federal Circuit concluded that Figures 3A-
3B in the original disclosure provide adequate support for the overlapping zone scene functionality recited in
claim 1 of the ‘885 patent. Since this disclosure appeared in the earliest filings, the district court’s conclusion
that claim 1 of the ‘885 patent was anticipated by Google’s products was erroneous.

Regarding prosecution laches, the Federal Circuit found the evidence of prejudice unconvincing.
Prosecution laches “may render a patent unenforceable when it has issued only after an unreasonable and
unexplained delay in prosecution that constitutes an egregious misuse of the statutory patent system under the
totality of the circumstances” if the delay causes prejudice to the alleged infringer. To demonstrate prejudice,
the alleged infringer must show evidence of intervening rights, that Google or others invested in, worked on,
or used the claimed technology during the period of delay. In the post-trial briefing, although Google stated
that its investment began in 2015, no evidence to support this statement was presented. Further, even if
Google’s investment began in 2014 or 2015, parents of the ‘885 patent were published in 2013, before Google’s
investment began. The reviewing court explained that Google could not be prejudiced by information that was
published prior to its investment. The reviewing court also explained that it is not improper for an applicant to
broaden his claims during prosecution in order to encompass a competitor’s products, as long as the disclosure
supports the broadened claims.
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